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DETAILED ACTION 

This communication is a Final Action on the merits in response to Applicant's 
submission received February 12, 2009. Claims 1, 14 22 and 23 have been amended, 
subsequently Claims 1-24 are pending are currently pending and have been considered below. 

Response to Amendment 

1 . The 35 USC §102 rejection of claim 22-24 is not withdrawn in light of applicant's 
amendment. 

2. The 35 USC $103 rejection of claims 1-6, 8-9 and 17 is not withdrawn in light of 
applicant's amendment. Examiner maintains rejection with Lundberg in view of PAIR. In 
addition, the "generating a docket entry with a deadline" limitation applicant makes note 
of is not claimed. 

3. The amendment filed February 12, 2009 is objected to under 35 U.S.C. 132(a) because it 
introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no amendment 
shall introduce new matter into the disclosure of the invention. The added material which 
is not supported by the original disclosure is as follows: Claims 1, 22 and 23 "without 
operator intervention". 

Applicant is required to cancel the new matter in the reply to this Office Action. 
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Response to Arguments 

1. The 35 USC §102 rejection of Claims 19-20 are not withdrawn in light of applicant's 
argument. Applicant fails to define what "freedom to operate" is and how it is to be determined 
therefore, Examiner reasoned it to be disclosures. 

Claim Rejections - 35 USC § 112 

1. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 1, 22 and 23 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. The limitation "without operator intervention" was not disclosed in the original 
specification. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 



Application/Control Number: 10/804,739 Page 4 

Art Unit: 3689 

1. Claims 19-20 are rejected under 35 U.S.C. 102(b) as being anticipated by Grainger (US 
2002/0161733), hereinafter, " Grainger 1". 

Graingerl discloses the following as claimed: 

As per Claims 19-20, Graingerl discloses searching one or more databases for one or 
more relevant IPs (Graingerl para 96 and 97); performing a network analysis on the relevant 
IPs (Graingerl para 96 and 97); and determining IPs required to provide freedom to operate 
(Graingerl para 96 and 97) acquiring the least number of IPs to provide freedom to operate 
(Graingerl para 96 and 97). 

2. Claims 22-24 are rejected under 35 U.S.C. 102(b) as being anticipated by PAIR: Patent 
Application and Information Retrieval, Press Release (1999), hereinafter, "PAIR". 

PAIR discloses the following as claimed: 

As per Claims 22-24, PAIR discloses receiving an assignee name in lieu of a patent 
number, published application number or application serial number (PAIR Press Release where 
applicant is assignee and assignee name 4functions the same as customer number); retrieving 
copies of all patents and published patent applications matching the assignee name (PAIR Press 
Release where assignee name functions that same as customer number); receiving an application 
serial number conforming to a format aa/bbbbbb (PAIR, Use of System - Accessing Issued 
Patents); retrieving a published patent application matching the bbbbbb (PAIR: Objectives); and 
generating a single electronic document having all pages of the patent application consolidated 
therein (Pair: Objectives) wherein the retrieving locates a plurality of matching patent 
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applications, further comprising selecting the patent application whose Series Code 
matches aa (Pair: Objectives). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

1. Claims 1-6, 8, 9 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lundberg (7,142, 713), in view of, PAIR: Patent Application and Information Retrieval, Press 
Release (1999), hereinafter, "PAIR". 

As per Claims 1, 5 , 6, and 8 Lundberg discloses a patent docketing system that receives 
electronic patent application information from patent office (para 2 line 19-20), having single 
entries with images consolidated therein (para 3 line 11-12), in file wrapped PDF form (para 3 
lines 21-22) with mailroom dates and document descriptions (para 2 lines 18-31 and para 4 lines 
37-38), having searchable text (para 3 lines 21-25) and annotation (para 4 line 23 where tagging 
is an example of annotating capabilities). 

However, it does not explicitly disclose authenticating the user with the patent office 
computer as referenced in claim 1 . 

PAIR discloses the method of authenticating the user with the patent office computer and 
downloading the images and file history (PAIR: Accessing Pending and Abandoned 
Applications). 
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Therefore, it would be obvious to one of ordinary skill in the art to at the time of the 
invention to retrieve patent application from the patent office, as disclosed in Lundberg, through 
the use of the PAIR authentication system because that was the system utilized by the patent 
office at the time of the invention. 

As per Claims 2, 3, and 17 Lundberg discloses in file wrapped PDF form (para 3 lines 
21-22). having searchable text (para 3 lines 21-25) and annotation (para 4 line 23 where tagging 
is an example of annotating capabilities). 

As per Claim 4 and 9, Lundberg discloses having single entries with images 
consolidated therein (para 3 line 11-12), with mailroom dates and document descriptions (para 2 
lines 18-31 and para 4 lines 37-38). 

2. Claims 7, 10, 16, 18 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Lundberg, in view of, PAIR, in further view of Grainger (2002/0161 733), hereinafter, 
"GraingerF . 

As per Claims 7, 10 and 16 Lundberg, in view of PAIR, discloses a method of retrieving 
electronic patent application from the patent office computer in, per Claim 1 where the 
documents have mail-room dates and document descriptions (Lundberg para 2 lines 18-31 and 
para 4 lines 37-38). However, it does not disclose periodically updating the folder content, 
including docket entries for documents like responses to office action and displaying the 
document in tri-fold format. 

Graingerl discloses a patent application docketing system where the document folders 
are periodically updated (para 58 where Case Data Unit is" updated with electronic documents'), 
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including docket entries for documents like responses to office action (para58) and the 
information and displaying the document in tri-fold format (para 116). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to retrieve electronic patent application documents with system in Lundberg, through 
the use of the PAIR authentication system and update those folders Graingerl in order to provide 
current documentation on all patent applications folders in an efficient and visually effective 
manner. 

As per Claim 18 and 21 Lundberg, in view of PAIR, discloses a method of retrieving 
electronic patent applications from the patent office computer with all images therein, per claim 
1. However, it does not disclose the searching steps referenced in Claims 18 and 21. 

Graingerl disclose a patent docketing system that searches databases for relevant 
intellectual properties (para 96 and 97) performing an analysis (para 96 and 97) on the IPs 
found. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention for the docketing system disclosed in Lundberg to utilize the PAIR authentication 
system to retrieve documents and then search for IPs relevant to patent application through the 
use of the searching methods in Graingerl in order to provide an effective search analysis. 

3. Claims 12-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over Lundberg, 
in view of, PAIR, per claim 1, in further view of Grainger (US 2002/0059076), hereinafter, 
"Graingerl ". 
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As per Claims 12-15, Lundberg, in view of PAIR, discloses a method of retrieving 
electronic patent applications from the patent office computer that are docketed to assigned 
persons for prosecution. However, it does not explicitly disclose the process steps referenced in 
Claims 12-15. 

Grainger! discloses generating a docketing message to a recipient (para 160) indicate the 
degree of urgency of the docketing message (para 166 where the types of dates are codes 
indicating urgency) automatically generating and automatically docketing electronic documents 
with the patent office computer (para 111) and would have the inherent capability of 
accommodating various types of electronic documents. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention for the docketing system disclosed in Lundberg to utilize the PAIR authentication 
system to retrieve documents from the patent office and then use the docketing message and 
return system employed in Grainger! to produce an expedient flow of patent prosecution. 

Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SHEWANA SKINNER whose telephone number is (571)270- 
7141 . The examiner can normally be reached on Monday-Friday 8:00am to 4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mooneyham Janice can be reached on (571)272-6805. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/SHEWANA SKINNER/ 
Examiner, Art Unit 3689 



/Janice A. Mooneyham/ 

Supervisory Patent Examiner, Art Unit 3689 



